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Utility Models and Innovation in Developing Countries

Distinguished Guests, Ladies and Gentlemen,

On behalf of the United Nations Conference on Trade and Development, I would like to congratulate Ms. Uma Suthersanen for having prepared a very insightful study on how utility models are treated under the laws of different countries, the extent to which the utility model regimes have contributed to innovation in those countries and whether it is in the interest of developing countries to grant legal protection to utility models as an IPR. This paper is the latest in the serives of studies prepared under the joint UNCTAD-ICTSD project on IPRs and Sustainable Development, and I welcome the new contribution to the project outputs.

My comments will address three main aspects of this paper. First, I would like to comment briefly on the study’s methodology, and in particular, the difficulty of trying to draw conclusions about the development impact of utility model regimes using case studies on how utility models are treated by different countries. Second, I would like to highlight some of the interesting findings from your case study of the Japanese utility model system. Finally, I would like to discuss some of the conclusions and areas for possible future research on utility models and innovation in developing countries. 

With respect to methodology, it is never easy to try and compare apples with oranges. There will always be difficulty, therefore, in trying to extract conclusions by comparing the laws of China with that of, for example, certain EU countries, considering that there is no binding international definition of what exactly constitutes a utility model (which differentiates utility models from most other IPRs). It makes sense, then, to try and make these more comparable by looking beyond the law, i.e., looking at the rate of applications for and registrations of utility models, as Ms. Suthersanen has done. But even then, and I think that the study takes this route, I believe it is only possible to speculate about the reasons why there was a high rate of applications and registrations in, for example, Germany or the Republic of Korea, by looking into the specific features of the registration system for utility models in these countries, the demographics of the applicants/registrants and the stage of development of these countries.

This is particularly interesting in the case of Japan, where, aside from steadily increases or declines in applications over extended periods of time, there was a marked drop in the number of utility model applications between 1993 and 1994 (77101 to 17531). It is hard to imagine any reason for such a large drop in the number of applications other than the revision to the Japanese Utility Model Law, which took effect on 1 January 1994. The interesting fact was that, through a reduction of the protection period from 15 years to 6 years and the discontinuation of the examination of utility model applications, this revision was intended to align Japanese law with shorter product life cycles. The revision also did not appear to deviate from standard features of utility model laws in other countries, i.e., relatively short protection periods with no examinations. 

In speculating as to some of the reasons for this, the study, I think, correctly cites the legal uncertainty caused by the no examination rule and the unlikely chance of succeeding in an action for injunctive relief with a protection period of six years, coupled with an increased recourse to patent law. In this regard, the Japanese Patent Law was amended in 1987 to allow descriptions of multiple claims regardless of the format for one invention, and judgments on novelty, inventive steps and the like could be given independently for each claim. The amendments also allowed a separate invention to be filed using the same application form as a closely related invention. Devices could therefore be described in patent applications. Furthermore, it should be pointed out that the procedures for applying for patents and utility models in Japan are practically identical, and so if the potential legal costs of utility models are going to outweigh any potential benefits, then why not just apply for a patent?

This leads me to my last point, which is a future research agenda on this topic. From the Japanese example, I think that the availability of alternatives had an impact on the extent to which utility models were used. Utility model regimes do not exist in a void, and the paper does indeed touch upon design laws and unfair competition prevention laws as possible means of protecting the same or similar subject matter. The Japanese case shows that the ease with which patent applications can be filed and the scope of patentability also matters. What I think could very well be important, therefore, is a comparative assessment of such alternatives with utility models in furthering innovation in the countries studied. It may be important to understand also the relationship between certain national policies (e.g., economic, industrial or science/technology) and why utility models failed or succeeded in some countries and not in others. 

Finally, I think the set of questions in section 6 of the study to guide policy makers in developing countries are good ones. My only suggestion would be to assess the attractiveness of alternative means for protecting the subject matter covered by utility models. Any country considering a utility model system to protect ideas that do not reach the standard of patentability will need to come to a conclusion on these issues. 
Thank you.

